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REMARKS/ARGUMENTS 

Favorable reconsideration is respectfully requested in light of the above amendments and 
the following comments. The claims have been amended to more particularly describe the 
invention. No new matter has been added, as these amendments are fully supported by the 
originally filed application. 

Claim and Specification Comments 

The Examiner indicated that throughout the disclosure, Applicant utilizes an 
unconventional spelling for zeolite, namely "zeolyte" The Examiner states that because prior art 
was found to contain Applicant's spelling, the Examiner cannot compel the Applicant to use the 
spelling --zeolite--, but would recommend doing so. Applicant will consider amending the 
specification and claims to use the suggested spelling "zeolite" upon issuance of a notice of 
allowance. 

35 U.S.C. SI 12 Rejection 

Claims 20-22 are rejected under 35 U.S.C. §112, second paragraph, as indefinite. In 
particular, the Examiner has asserted an error in claim dependency. The claims have been 
amended appropriately, thereby rendering the rejection moot. Favorable reconsideration is 
respectfully requested. 

35 U.S.C. S 102(b) Rejections 

Claims 1, 3, 6 and 12 are rejected under 35 U.S.C. §102(b) as being anticipated by 
Matsuo et al. (Sensors and Actuators, 5, 1984, pp. 293-305). Applicant respectfully traverses the 
rejection. Claim 1 has been amended to include the elements of claims 2 and 9 while claim 12 
has been amended to include the elements of claims 12 and 20, thereby rendering the rejection 
moot. Applicant does not concede the correctness of the rejection. Favorable reconsideration is 
respectfully requested. 

Claims 1, 4-6, 9, 12, 23 and 26 are rejected under 35 U.S.C. §102(b) as being anticipated 
by Yoshii et al. (U.S. Patent No. 4,708,905). Applicant respectfully traverses the rejection. 
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Claim 1 has been amended to include the elements of claims 2 and 9, claim 12 has been amended 
to include the elements of claims 12 and 20, and claim 23 has been amended to include the 
elements of claim 24, thereby rendering the rejection moot. Applicant does not concede the 
correctness of the rejection. Favorable reconsideration is respectfully requested. 

35 U.S.C. $ 103(a) Rejections 

Claim 2 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Matsuo et al. 
(Sensors and Actuators, 5, 1984, pp. 293-305) in view of Nakajima et al. (J. Electrochem. Soc, 
129, 1982, pp. 141-143). Applicant respectfully traverses the rejection. Claim 2 has been 
canceled, rendering the rejection moot. 

With respect to claim 1, which has been amended to include the elements of claim 2, the 
Examiner has asserted that it would be obvious to substitute polytetrafluoroethylene (e.g. 
TEFLON), as allegedly taught by Nakajima et al., in the device allegedly taught by Matsuo et al., 
as this substitution would be nothing more than routine substitution. As evidenced by 
Applicant's experimental data contained on pages 11-14 of the specification, however, one of 
skill in the art would not believe this to be routine substitution, as there are distinct performance 
differences between parylene and polytetrafluoroethylene. This is not a substitution that one of 
skill in the art would be motivated to make,, and certainly is not a mere routine substitution as 
the Examiner appears to be suggesting. The example with polytetrafluoroethylene (e.g. 
TEFLON) performed much better than the example that used parylene in this application. 

It appears that perhaps the Examiner is suggesting that it is obvious to combine these 
references simply because they may be combinable. However, MPEP 2143.01 III states, "The 
mere fact that references can be combined or modified does not render the resultant combination 
obvious unless the prior art also suggests the desirability of the combination. In re Mills, 916 
F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990). . . Although a prior art device 'may be capable of 
being modified to run the way the apparatus is claimed, there must be a suggestion or motivation 
in the reference to do so.' 916 F.2d at 682, 16 USPQ2d at 1432.)." 

Perhaps the Examiner is relying upon the level of skill in the art in suggesting that it 
would be obvious to combine these references. However, "There are three possible sources for a 
motivation to combine references: the nature of the problem to be solved, the teachings of the 



7 of 10 



Application Serial No. 10/681,440 
Amendment dated June 12, 2007 

prior art, and the knowledge of persons of ordinary skill in the art." In re Rouffet, 149 F.3d 1350, 
1357, 47 USPQ2d 1453, 1457-58 (Fed. Cir. 1998) (The combination of the references taught 
every element of the claimed invention, however without a motivation to combine, a rejection 
based on a prima facie case of obvious was held improper.). The level of skill in the art cannot be 
relied upon to provide the suggestion to combine references. Al-Site Corp. v. VSIInt'l Inc., 114 
F.3d 1308, 50 USPQ2d 1161 (Fed. Cir. 1999). Favorable reconsideration is respectfully 
requested. 

Claims 2 and 24 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Yoshii 
et al. (U.S. Patent No. 4,708,905) in view of Munshi (U.S. Patent No. 6,426,861). Applicant 
respectfully traverses the rejection. Claims 2 and 24 have been canceled, rendering the rejection 
moot. 

With respect to claims 1 and 12, which have been amended to include the elements of 
claims 2 and 24, respectively, Applicant notes that these references expressly pertain to 
capacitors . Substitution of one allegedly known capacitor element for another allegedly known 
capacitor element is meaningless to the invention at hand, which is directed to an 
electrochemical reference electrode that can, as recited in claim 1 , have an insulating layer that is 
adapted to be exposed to a test solution. The Examiner has failed to demonstrate that one of skill 
in the art would be motivated to combine these references as suggested in an attempt to reach the 
claimed invention. Favorable reconsideration is respectfully requested. 

Claims 3 and 25 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Yoshii 
et al. (U.S. Patent No. 4,708,905) in view of Early (U.S. Patent No. 6,094,335). Applicant 
respectfully traverses the rejection. Claims 1 and 23, from which claims 3 and 25 respectively 
depend, are distinguished above as patentable over Yoshii et al. Claims 3 and 25 add additional 
elements and thus are also patentable over Yoshii et al. Early, which is directed to capacitors, 
fails to remedy the noted shortcomings of Yoshii et al. and thus claims 3 and 25 are patentable 
over the asserted combination. Favorable reconsideration is respectfully requested. 

Claims 7 and 8 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Matsuo 
et al. (Sensors and Actuators, 5, 1984, pp. 293-305) in view of Colapicchioni et al. (U.S. Patent 
No. 5,160,597). Applicant respectfully traverses the rejection. Claim 1, from which claims 7 
and 8 depend, is distinguished above as patentable over Matsuo et al. Claims 7 and 8 add 
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additional elements and thus are also patentable over Matsuo et al. Colapicchioni et al., which 
are cited with respect to adhesion promoters, fail to remedy the noted shortcomings of Yoshii et 
al. and thus claims 3 and 25 are patentable over the asserted combination. Favorable 
reconsideration is respectfully requested. 

Claims 7, 8, 27 and 28 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Yoshii et al. (U.S. Patent No. 4,708,905) in view of Monden et al. (U.S. Patent No. 6,483,694). 
Applicant respectfully traverses the rejection. Claims 27 and 28 have been canceled, leaving 
claims 7 and 8 subject to this rejection. Claim 1, from which claims 7 and 8 depend, is 
distinguished above as patentable over Yoshii et al. Claims 7 and 8 add additional elements and 
thus are also patentable over Yoshii et al. Monden et al., which are cited with respect to 
particular adhesion promoters, fail to remedy the noted shortcomings of Yoshii et al. and thus 
claims 3 and 25 are patentable over the asserted combination. Favorable reconsideration is 
respectfully requested. 

Claims 10, 11, 13, 14, 17-19, 21, 22, 31-33 and 36-38 are rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Matsuo et al. (Sensors and Actuators, 5, 1984, pp. 293-305), 
with or without Nakajima et al. or Colapicchioni, in view of Yano et al. (U.S. Patent No. 
4,269,682). Applicant respectfully traverses the rejection. Claims 13 and 32 have been 
canceled. 

Claim 1, from which claims 10-11 depend, and claim 12, from which claims 14, 17-19 
and 21-22 depend, have been distinguished above as patentable over Matsuo et al. As the 
secondary references fail to remedy the noted shortcomings of Matsuo et al., claims 10-11,14, 
17-19 and 2 1 -22 are patentable over the art. 

Claim 31, from which claims 33 and 36-38 depend, has been amended to include the 
elements of claim 39, thereby rendering the rejection moot with respect to these claims. 
Favorable reconsideration is respectfully requested. 

Claims 10, 1 1, 13-22 and 29-39 are rejected under 35 U.S.C. §103(a) as being 
unpatentable over Yoshii et al. (U.S. Patent No. 4,708,905), with or without Munshi, Early or 
Monden, in view of Diefenderfer et al. (Principles of Electronic Instrumentation, 2 nd Edition, 
1979, pp. 159 and 226). Applicant respectfully traverses the rejection. Claims 13, 29-30, 32 and 
39 have been canceled. 
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Claim 1, from which claims 10-11 depend, and claim 12, from which claims 14-22 
depend, have been distinguished above as patentable over Yoshii et al. As the secondary 
references fail to remedy the noted shortcomings of Yoshii et al., claims 10-11 and 14-22 are 
patentable over the art. 

With respect to claim 31, from which claims 33-38 depend, it is noted that as previously 
described, Yoshii et al. fail to describe or suggest a solid state electrochemical reference 
electrode that includes a hydrophobic insulating layer including polytetrafluoroethylene and a 
plurality of ion exchange sites including zeolite. The secondary references do not remedy this 
noted shortcoming, and thus claims 31 and 33-38 are patentable over the art. 

Reconsideration is very respectfully requested. It is respectfully submitted that all 
pending claims are now in condition for allowance, and that an issuance of a Notice of 
Allowance should proceed in due course. If a telephone ^po^iference might be of assistance, 
please contact the undersigned attorney at 612-359-934 / 

ResnectMly stibmitte< 



Dated: 




BriaiN. Tiifte, Refe. N6Y38,638 
CRQMPTON, SEACffiR & TUFTE, LLC 
1221 Nicollet Avenue, Suite 800 
Minneapolis, MN 55403-2402 
Telephone: (612) 677-9050 
Facsimile: (612) 359-9349 
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